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In one o f  the first d ecision s since  
im p lem en tation  o f  the D atab ase  
D irectiv e  (9 6 /9 /E C ) ,  British Horse 
Racing Board v William Hill, the  
d efen dan t’ s u se o f  h orse ra cin g  
inform ation  supplied to it b y  a  third  
p arty  am ounted  to  a b reach  o f  the 
c la im a n t’s database rights in that 
inform ation  under A rtic le  7  o f  the 
D irective .

T he B ritish  H o rse  R a cin g  B o a rd  
(B H B )  is the go v ern in g  au th o rity  for  
the B ritish  h orse ra cin g  industry and  
part o f  its w ork  in volv es the 
m ain ten an ce  o f  a d atab ase  co m p risin g  
details o f  ra ce s  to  be run in G reat 
B rita in  w hich B H B  m ad e availab le  
under licen ce  to a third p arty , S atellite  
Inform ation  S e rv ice s  (S IS ), for  
on w ard  tran sm ission  to its ow n  
su b scrib ers by m ean s o f  a raw  data  
feed. W illiam  H ill had used  
inform ation  from  the SIS  raw  data  

feed in its b etting shops w ithout 
ob jectio n  from  B H B . W illia m  H ill had  
also recen tly  em b ark ed  upon the

p ro v isio n  o f  bettin g se rv ice s  ov er the 
In ternet using in form ation  derived  
from  the SIS data. It w as co m m o n  
ground that SIS  had no right to sub
licen se  the use o f  the p re -ra ce  
inform ation  by W illia m  H ill. B H B  
cla im ed  that W illia m  H ill w as in 
b reach  o f  B H B ’s database right by  
ex tra c tin g  or re-u tilisin g  a substantial 
part o f  the con tents database co n trary  
to A rtic le  7 (1 )  o f  the D ire c tiv e ; or by  
rep eated  and sy stem atic  e x tra c tio n  or  
re-u tilisatio n  o f  insubstantial parts o f  
the d atabase co n trary  to A rtic le  7 (5 )  o f  
the D irectiv e . W illia m  H ill argued  that 
d atabase right p ro tected  the form  o f  
the database w h ereas it had m erely  
used the in form ation  con tain ed  in it 
w h ich  w as not individually  p rotected .

It w as held that:

• there w as in frin gem ent w ithin  
A rtic le  7 (1 )  o f  the D irectiv e . 
C o p y rig h t p rotected  the form  o f  a 
d atabase w hile d atabase right 
p rotected  the in vestm en t in it. A n  
in fringer took ad van tage o f  that 
in vestm en t if  he m ade use o f  the

a c cu ra c y  o f  the d ata, not b ecau se  
he took  it in a  p articu lar form . 
W illiam  H ill’s actio n  in taking the 
S IS  in form ation  and load in g it on  
its ow n com p u ters  w as an  
u nlicensed  “e x tra c tio n ” o f  a 
substantial p art w ithin A rtic le  7 9 2 )  
and m aking it availab le  on its 
w eb site  w as a “re -u tilisatio n ” ; and

• as to A rtic le  7 (5 ) ,  the B H B  
d atabase w as to be regard ed  as one 
d atabase in a state o f  con stan t 
revision . W illia m  H ill’ s b orrow ing  
from  it d a y -to -d a y  w as a repeated  
and sy stem atic  e x tra ctio n  and re
utilisation  o f  parts o f  its contents. 
W illiam s H ill’s activ ities c learly  
underm ined a  sign ifican t p art o f  
the B H B ’s exp loitation  o f  the 
d atabase and unreasonably  
p reju diced  its interests.
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Introduction
T h e d evelop m en t o f  co m p u ter  
softw are rep resen ts a sign ifican t 
investm en t for m o st co m p an ies. T he  
research , design and d ev elo p m en t o f  

new  softw are  ap p lication s in volv e  the  
ou tlay  o f  con sid erab le  tim e and 
exp en se . T o d a y  sp ecia list softw are  
hou ses and con su ltan ts  d evelop  m ost 
softw are on a  co n su lta n cy  basis.

In som e ca se s  the co m p an y  
co m m issio n in g  the softw are  will 
assu m e that it ow n s all o r  part 
in tellectual p rop erty  rights in the 
m aterials that the softw are  house  
creates . O w nership  o f  in tellectu al

p rop erty  will often  be d iscussed  at the 
co n tra c t n egotiation  stage  and a draft 
heads o f  agreem en t or softw are  
d evelop m en t ag reem en t m ay  be 
p rod u ced  to attem pt to  set out the 

p a rtie s ’ rights. N u m ero u s fa x e s , 
letters and e-m ails  m ay  be ex ch a n g e d  

on the topic.

U ltim ately , m an y softw are agreem en ts  
are destined to rem ain  unsigned  
b ecau se  k ey issu es, including  
ow nership  of, o r w arranties in relation  
to in tellectual p rop erty  in the softw are, 
can n ot be agreed  upon in ad van ce . 
T his can  cau se  p rob lem s at a later  
stage w hen  softw are  d evelop ed  
extern ally  is needed to  con tinu e to

p rov id e serv ices  to cu stom ers  
p articu larly  in the c o n te x t o f  a m erger  
o r acqu isition  o f  the clien t c o m p a n y ’ s 
business. C o m p an ies should therefore  
take steps to m an ag e , identify and 
co n firm  ow n ership  o f  k ey intellectual 

p rop erty  holdings on a regular basis.

Ownership of Intellectual 
Property Rights
O ne o f  the m o st im portant functions  
o f  any softw are  d evelopm ent 
agreem en t is to establish  w ho ow ns  
the in tellectu al p rop erty  rights 
(“IPR ” ) in any softw are that is 
created  by an independent softw are  
house.
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In m ost legal system s including  
A u stra lia , the ow nership  o f  IP R  in a 
softw are  p ro g ra m  b elongs to the 
au thor o f  that p ro g ram  and not to the 
p erson  w ho co m m issio n s  and pays for 
the d evelop m en t w ork  unless the 
c re a to r  has signed  a w ritten  
assig n m en t o f  the IP R .

In an ideal w orld, the ow nership  o f  all 
IP R  in softw are to be d evelop ed  by  
independent co n tra cto rs  w ould be 
agreed  from  the outset. F o rm al  
assign m ents o r con firm ato ry  
assign m ents w ould  . have been  
e x e cu te d  w h ere appropriate. In the 
real w orld , o f  co u rse , this does not 
happen. T o  m ake m atters w orse , in 
m an y situations the com p an y  
co m m issio n in g  softw are developm ent 
d oes not ensure that it obtains the 
softw are h o u se ’s con sen t to use, and  
the right to su b -licen ce  oth er users to  
use, the IP R  in the softw are created . A  
clien t co m p an y  m ay  have used  
softw are for years  only to find that the 
softw are house that created  it has been  
sued for co p y rig h t infringem ent. This 
will alm o st certain ly  p revent the 
softw are house from  continuing to 
offer m ain ten an ce  and support to its 
clien t. T h e third p arty m ay then decide  
to raise in frin gem ent p roceed ings  
again st all u sers o f  the softw are, 
including the clien t, in order to obtain  
in junctions. W h ile  it will be possible  
to n egotiate  a licen ce  w ith the third 
p arty to con tinu e to use the infringing  
softw are, this m ay  be on term s that are 
u nfavourable to the user.

In any n egotiatio n s relating to  
softw are d evelop m en t the parties  
should co n sid er ow nership  o f  IP R  and  
the exten t o f  any licen ce  to use the 

IP R  in the softw are  as a m aterial issue.

Identifying Intellectual
Property Rights in software 
development
In su m m ary  the IP R  m ost relevant in 

softw are d evelop m en t are:

• C o p y rig h t (p rotects original 
w orks o f  authorship from  

unauthorised  co p y in g );

• M oral rights (n ew ly  in troduced to  
p ro tect the h onour and reputation  
o f  the authors o f  softw are, w here  
these are individuals);

• Patents (p ro te c t new , useful and  
n on -ob viou s inventions and  
p ro ce sse s );

• C onfiden tial in form ation  (p ro te cts  
valu ab le p ro p rietary  in form ation  
that is not in the public d o m ain );

• T rad e m arks (p ro te c t the good w ill  
in a p rod u ct or se rv ice s  by 
indicating the so u rce  o f  that 
prod u ct or se rv ice s  a sso cia te d  
with the trade m ark );

Dealing with copyright in 
software
A  num ber o f  d ifferent co p y rig h t w orks  
will be p rod u ced  during the 
develop m en t o f  a co m p u ter p rog ram . 
T h e softw are d ev elo p m en t p ro cess  
will n o rm ally  begin  w ith  the 
gen eration  o f  a b road  sp ecifica tio n  o f  
the gen eral intended p u rp o ses and  
functions o f  the so ftw are . T h is w ill be 
follow ed by a  m o re  d etailed  
sp ecification  settin g out the p articu lar  
functions and op eratio n s o f  the 
p rogram . B o th  these stag es  will 
involve d etailed  d iscu ssio n s b etw een  
the softw are house and its clien t. The  
sp ecification s m ay  then be set out in 
the form  o f  a w ritten  d o cu m en t o r a 
flow  chart to g eth er w ith  p icto rial  
‘screen  d u m p s’ to  show  the visual 
ap pearance o f  the intended p rog ram . 
E a ch  d ocu m en t in the d evelop m en t 
p rocess  will be treated  as a cop yrig h t 
w ork in its ow n right. W ritten  
docum ents, no m atter h ow  sim p listic , 
will be treated  as literary  w orks. 
S im ilarly , seq u en ce  and state  ch art 
diagram s and p ictu res o f  screen  
displays will all be treated  as artistic  
w orks p rovided  th ese are original.

The com p u ter softw are p ro g ram  itse lf  
will be p ro tected  as a literary  w ork  
under the Copyright Act 1968 ( “ th e  
A c t ” ). T he A c t w as re ce n tly  
am en d ed 1. A  ‘ co m p u ter p ro g ra m ’ is 
now  defined by S ectio n  1 0 (1 )  o f  the 
A ct as b eing “a set o f statements or 
instructions to be used directly or 
indirectly in a computer in order to 
bring about a certain result”.
A  new , sup plem entary d efin ition  o f  
com p u ter p ro g ram  has a lso  been  
in troduced in S ectio n  4 7 A  o f  the A ct  
for the p urpose o f  estab lish in g  the 
exten t to w hich  certain  a cts  w ill not 
infringe co p y rig h t in co m p u ter  
p rogram s. S ectio n  4 7  A B  p rov id es  
that:

“a computer program includes any
literary work that is:

(a) incorporated in or associated 
with, a computer program; and
(b) essential to the effective 
operation of a function o f that 
computer program. ”

In the past, the treatm ent o f  softw are  
as a literary  w ork  has created  
in terp retation  problem s for the courts. 
W h ile there w as trad itionally  no  
d ifficulty  in treating the w ritten parts  
o f  a p ro g ram  (ie  the sou rce  co d e ) as a 
co p y rig h t, literary  w ork, the cou rts  
cou ld  not treat the n on -w ritten  parts o f  
softw are  p rog ram s (the ob ject co d e) as 
a cop yrig h t w ork 2. S om e w riters have  
exp ressed  the opinion that the new  
definition  o f  com p u ter p rogram  in the 
A c t w ill a llow  all parts o f  a softw are  
p ro g ra m  to be p rotected  by cop yright 
-  b oth  the sou rce  co d e  and the o b ject  
c o d e 3. T h ere will be no w ay to 
ascerta in  w h ether this is the ca se  until 
a co u rt provides a ruling on the exten t 
o f  p ro tectio n  p rovided  by the 
definition  in S ectio n  1 0 (1 ) and its 
relationship  w ith the definition  in 

S ectio n  4 7 A B .

T o  avoid  doubt, therefore, parties  
should  m ake it quite c lear in the 
softw are  develop m en t agreem en t who 
w ill ow n  the cop yrig h t in the various  
m aterials  p rod u ced  in the developm ent 
p ro ce ss .

Computer software and moral 
rights
M oral rights are a new  co n cep t in 
A u stra lia , although long recog n ised  in 
E u ro p e . T h e latest revision  o f  the 
B e rn e  C o n v en tio n 4 included referen ce  
to  the m oral rights o f  authors. 
A u stra lia  w as bound as a sign atory  to  
the B e rn e , to introduce m oral rights  

into A u stralian  law .

U n d er recen t am en d m en ts3 to the A ct, 
the fo llow in g  m oral rights w ere  
in trod u ced  in A ustralian  law  on 21  

D e ce m b e r 2 0 0 0 :

• the right o f  attribution o f  

authorship ;

• the right not to have authorship  

falsely  attributed; and

• the right o f  in tegrity  o f  

authorship .

M o ral rights are separate  and distinct 
from  ow nership  o f  copyright. 
C o p y rig h t law  in continental Europe  
has alw ays divided the au th o r’s rights 
in e co n o m ic  rights and m oral rights.
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E co n o m ic  rights a llo w  an au th o r to  
earn  m o n ey , m oral rights a llow  an  
au thor to p ro tect his o r  her reputation . 
O nly authors w ho are individuals have  
m o ral rig h ts6.

M o ral rights rem ain  w ith  the author o f  
a  p ie ce  o f  softw are, even  w h ere the  
softw are , or the co p y rig h t in the  
softw are  has b een  sold  o r assig n ed ; 
reg ard less  o f  w h ether the au thor 
c re a te d  the softw are in the em p lo y  o f  
som eo n e else , o r c rea ted  it under  
co n tra c t, o r otherw ise.

A cco rd in g ly , i f  the ow n er o f  the  
co p y rig h t in the softw are  or one o f  its 
licen sees subsequently infringes the  
a u th o r’s m oral rights, the au thor can  
raise  p roceed in g s again st the  
infringing party. W h ile  it is p rob ab ly  
unlikely that the cou rts w ould  aw ard  
an au thor substantial d am ag es for  
in frin gem ent, an au thor cou ld  cau se  
p rob lem s for licen sors  and licen sees  
alike b y seekin g in terim  in jun ctive  
re lie f  to p revent use o f  infringing  
softw are.

In terestin g ly , the A c t has d eviated  
fro m  the lead set dow n by m ost oth er 
cou ntries. In oth er cou n tries, the U K  
fo r e xam p le , the cre a to rs  o f  co m p u ter  
p rog ram s are exclu d ed  from  the  
p ro tectio n  afforded  by m oral rig h ts7. 
U n d er the A ct, co m p u ter p rog ram s are  
treated  as any other literary  w ork  and  
the individual crea to rs  o f  softw are  can  
cla im  the p rotection  afforded  by m oral 
rights.

(a) The attribution right
T h e attribution right entitles an author 
to  be identified in a m an n er likely to  
b ring his or her identity  to  the 
atten tion  o f  a p erson  seeing o r using  
the w ork  in question. T h e au thor has  
the right to  be identified  on ev ery  
cop y .

In each  ca se  the identification  m u st be  
c le a r, visib le and reason ab ly  
p rom inent. T h e author m ay  require  
that a p seudonym , in itials or som e  
o th er p articu lar form  o f  id en tification  
id entify  him  or her. F o r  e xam p le , in a 
softw are p ro g ram  the authorship  

n o tice  should be visib le to p erson s  
u sin g the p rogram . T h e n otice  should  
th erefo re  be used in lab els affixed  to  
the softw are and also  on screen s  
w ithin  the p rog ram  w h ere a  n otice  can  
be gen erated .

I f  the au thor d oes n ot sp ecify  a form  
o f  id entification  (o r  pseu don ym  or  
in itia ls), an y  reason ab le  fo rm  o f  
id en tification  m ay  be use

(b) The right to object to false 
attribution

A u th ors m ay  be an g ered  o r suffer loss  
i f  a w ork  o f  p o o r q uality  is falsely  
attributed  to  them . W h ile  the law  o f  
d efam atio n  m a y  g iv e  som e rem ed y  to 
an au thor i f  a false statem en t is m ade, 
the n e ce s sa ry  ev id en ce  o f  defam ation  
m a y  not ex ist. T h e right p rov id es a 
useful rem ed y  w h ere the au thor is not 
a  p rofession al w riter and cou ld  not 
th erefo re  re c o v e r d am ages for the loss  
o f  go od w ill in a  p assin g  o f f  action .

(c) The right of integrity of 
authorship

T h e right o f  in tegrity  giv es an author  
the right to o b ject to any d ero g ato ry  
treatm en t o f  his or h er w ork. T his  
right exten d s to any treatm en t o f  the 
w o rk  that am oun ts to  a  d istortion , 
m o d ifica tio n  o r m utilation  o f  the w ork  
w h ich  is p reju dicial to  the hon ou r or  
rep u tation  o f  the author. T h e right o f  
in tegrity  w ould  preven t a softw are  
house from  rep ro d u cin g  or publishing  
a co n su lta n t’ s p ro g ram  that had been  
altered  w ithout au tho rity , i f  that 
alteratio n  am ounted  to d ero g ato ry  
treatm ent.

Dealing with moral rights in 
software development
contracts
T rad ition ally , law yers actin g  for 
em p loy ers  and p rin cip als h ave advised  
em p lo y ers  and p rin cip als to  require  
em p lo y ees and con su ltan ts  and  
co n tra cto rs  to  co n tra c tu a lly  w aive  
th eir m oral rights. T his is no lon ger  
p ossib le  under the A c t. M o ral rights  
can  n either be w aived  n o r assigned. 
T h e m oral rights set ou t in the A ct  
m a y , h o w ev er, be circu m v en ted  to a 
certa in  e x ten t i f  the au th o r o f  the 
co p y rig h t w ork  sp ecifica lly  con sen ts  
in w riting to acts o r o m issio n s that 
w ou ld  oth erw ise in fringe his/her

m o ral rights.

T h erefo re , w ith resp ect to  ag reem en ts  
w ith  consu ltants o r independent
c o n tra c to rs , softw are h ou ses should  
insert a clau se  requiring th e con su ltant 
o r independent co n tra c to r to :

(a )  grant con sen t ( i f  an in dividu al); or

(b ) p rocu re  the con sen t o f  the au thor 
o f  the w ork  ( i f  a co m p an y ) to  
carry in g  out specified  acts  or  
om ission s by the p rincipal. F o r  
e xam p le , the au thor o f  a  w ork  m ay  
co n sen t to the principal 
rep ro d u cin g  the w ork  w ithout 
attribution o f  authorship .

E m p lo y e e s  should also  exp ressly  grant 
con sen t to their em p loy ers to  do, or  
om it to do, any acts  in relation  to all 
co p y rig h t w orks created  by the  
em p loy ee in the co u rse  o f  his or her 
em p loy m en t. W h e re , for exam p le , an 
em p loy ee p rep ares a handbook or  
instru ction al m anual to a cco m p a n y  a 
p ro g ram  in the co u rse  o f  his or her 
em p loy m en t, an approp riate  m oral 
rights con sen t should  be obtained.

Contractual consent as a 
defence to infringement of 
moral rights
S oftw are  d evelop m en t con tracts  
should  con tain  w arran ties that the 
authors o f  softw are  grant con sen t to 
rep ro d u ce , transm it, publish, m odify  
o r alter the w ork - w ithout attribution  
o f  authorship ; bearin g false  
attribution; and to m o d ify  or alter the 
w ork  even  i f  this con stitu tes  
“d ero g ato ry  trea tm en t” o f  the w ork  
w h ich  is preju dicial to the au th o r’s 
hon ou r or reputation . W ith  resp ect to 
agreem en ts  w ith consu ltants or 
independent c o n tra c to rs , it is prudent 
to insert a c la u se  requiring the 
con su ltant o r independent co n tracto r  
to :

(a )  grant con sen t ( i f  an individual); or

(b ) p rocu re  the co n sen t o f  the author 
o f  the w ork  ( i f  a  co m p a n y ) to do 
specified acts  o r om ission s b y the 
p rincipal. (F o r  e x a m p le , the author 
o f  a  w ork  m a y  con sen t to the 
p rin cip al rep ro d u cin g  the w ork  
w ithout attribution  o f  au thorship .)

S oftw are  d evelop m en t con tracts  
should im pose an ob ligatio n  on the 
softw are  house to  obtain  express  
co n sen t from  its em p lo y ees to  do, or 
o m it to d o, any acts  in relation  to all 
co p y rig h t w orks c reated  by its 
em p loy ee in the cou rse  o f  
em p loy m en t. C o n sen ts  m ay be 
in valid ated  by duress o r false or 
m islead in g  statem en ts  and 
acco rd in g ly , ex p re ss  con sen ts  should  
id eally  con tain  a statem en t that the 
co n sen t has not b een  ob tain ed  under

40
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su ch  co m p ro m isin g  circu m stan ces . It 
should  be n oted  that w here extern al  
ev id en ce  e x is ts  that a softw are house  
has d em an ded  m oral rights con sen ts  
fro m  its em p lo y ees and con trib utors, 
this m ay  n eg ate  the co n sen t8.

Dealing with the disclosure of 
confidential information
D u rin g the planning and develop m en t 
stag es  o f  softw are  develop m en t, a  
c lien t w ill n eed  to d iscuss the p rod u ct 
w ith  the so ftw are  house. I f  the p roduct 
is lik ely  to  be co m m e rcia lly  valuable  
it w ill g en erate  interest and can  be  
v e ry  easy  fo r k ey inform ation  about a 
p ro d u ct o r a  c lie n t’ s plans for a  
p rod u ct to be d isclosed  eith er 
d elib erately  o r in advertently  to a 
co m p etito r.

F ro m  the v ery  start o f  the  
d evelop m en t p ro cess  it is fundam ental 
that all in form ation  about a new  
softw are  p ro d u ct and the c lie n t’s uses  
for the p ro d u ct (in clu din g p ricin g ) be  
kept co n fid en tial. C onfiden tiality  is 
critica l to  su ccessfu l n egotiation  w ith  
industry p artn ers and inform ation  
should only be d isclosed  to or by a 
softw are  hou se on a need- to-k n ow  
basis. I f  details  about a p rod u ct 
b eco m e p u b lic, even on a lim ited  
basis, this can  jeo p ard ise  a later patent 
ap p lication  in resp ect o f  the product.

W h e n e v e r p ossib le , in form ation  about 
p rod u cts and underlying p ro cesses  
should be p ro te c te d  using a bespoke  
co n fid en tiality  agreem en t. C o n tracts  
should co n tain  c lau ses that require the 
rece iv in g  p arty  to m aintain  the  
con fid ential n ature o f  the softw are and  
the m eth od s o f  d eveloping that 
softw are. T h e c lien t should be p laced  
under an ob ligation  not to d isclose  or  
use the so ftw are  e xcep t in a cco rd an ce  
w ith the ex p re ss  term s o f  the co n tract  
and it is sen sib le  to identify the nam e  
and v ersio n  o f  the softw are being  
d isclosed  to av o id  doubt. A t all tim es, 
a c ce s s  to  so u rce  cod e should be  
strictly  lim ited .

C lients on  the other hand should  
ensure that the softw are house, its 
em p lo y ees and su b -co n tracto rs  do not 
d isclose  (o r  u se) its business m eth od s, 
m arketin g co n ce p ts , tech n ical  
in form ation , cu sto m er/p ro sp ect details  
or p ricin g  strategies.

C o n fid en tiality  ag reem en ts should be 
tailored  to  sp ecific  circu m stan ces  in

individual softw are  develop m en t 
situations. T h ere  is no such  thing as a  
“standard” co n fid en tiality  agreem en t, 
p articu larly  w hen  the agreem en t is 
supposed to  in co rp o rate  m utual 
ob ligations. T h e aim  o f  a  go od  
con fid en tiality  agreem en t is to clarify  
w hat in form ation  has b een  identified  
as con fid ential and b y doing so to  
strengthen  the p ro tectio n  that exists  
for con fid ential in form ation  at 
co m m o n  law . T h e m o re  p recau tio n s  
that have b een  taken  to p ro tect  
valuable in form ation  from  being  
d isclosed , the m o re  lik ely  it is that the 
cou rts w ill treat that in form ation  as 

con fid ential.

Software and business method 
patents
F ro m  recen t p u b licity  th ere  seem s to  
have been an in tern ational in crease  in 
the num bers o f  p atents being applied  
for and granted  fo r inventions  
in volving softw are  p ro g ram s and  
business m eth od s. T his trend is not 
surprising b earin g  in m ind that it has  
been argued  that cop yrig h t d oes not 
provide sufficien t p ro tectio n  to  
so ftw are9. In som e circu m sta n ce s  
softw are m a y  qualify for patent 
p rotection . W h ile  co m p u ter softw are  
is not in herently p aten tab le , the  
A ustralian  P aten ts  O ffice  M an ual o f  
P ra c tic e  and P roced u re  ( “ th e  
manual”)10 lists certain  ca te g o rie s  o f  
sub ject m atter that requires special 
con sid eration  including co m p u ter  
softw are and business related  softw are  
and plans. S uch  item s are  n orm ally  
exclu d ed  b ecau se  the su b ject m atter  
can n ot be said to be a  m an n er o f  
m an u factu re. If, h ow ever, a p ra ctica l  
ap p lication  can  be established  for  
co m p u ter softw are  or a business  
sch em e in co rp o rated  in softw are  then  
a p atent ap plication  m ay  be  
s u c ce s s fu l11.

T he m anual p rovides that co m p u ter  
softw are and arguab ly , b y  ex ten sio n , 
business m eth od s im p lem en ted  in 
softw are p ro g ram s m ay be patentab le  
i f  it “ has b een  im p lem en ted ” in som e  
w ay. I f  the sub ject m atter is 
execu tab le  co m p u ter co d e  that 
constitu tes a novel m eth od  o f  
p rod u cin g  a  certa in  resu lt, then a 
patent m ay  be granted  in resp ect o f  
that p rog ram . F o r  exam p le , w h ere the  
invention con sists  o f  co m p u ter  
softw are that a llow s a co m p u ter w ith  a

slow  p ro ce sso r to p ro cess  inform ation  
as q uickly  as a co m p u ter w ith a faster 
p ro ce sso r this w ould  be p aten tab le12. 
T h e k ey is to draft the patent claim s  
for the invention in term s o f  the 
ap paratus or m ethod  that supports a 
p articu lar, novel function.

O n its w e b site 13 the A ustralian  P atent 
O ffice  has posted  a d ocum ent titled  
“P aten ts  for S ch em es or P lans” that 

states:

“Essentially a patent may be 
granted for a scheme or plan 
where there is a means o f putting 
the scheme or plan into effect. A 
scheme (including a business 
scheme) or plan, by itself is not 
suitable for a patent because it 
does not specifically give rise to an 
artificially created end result of 
economic utility ... The 
patentability o f  the scheme or plan 
resides in artificially putting the 
scheme or plan into effect ”.

Q uestions o v er patentability  o f  
softw are and business m ethod  patents  
w ere d iscussed  in the recen t U S  ca se  
State Street Bank v Signature 
Financial Group14.
T his ca se  upheld a  num ber o f  earlier  
U S  d ecision s finding that com p u ter  
softw are  w as p atentable i f  it could  be 
cla im ed  that the invention em bodied  
in the softw are had a p ractical  
ap plication .

B e a rin g  in m ind that patents represent 
valu ab le assets , the im p ortance o f  
m ain tainin g con fid en tiality  about the 
p ro d u ct throughout the softw are  

d evelop m en t p ro ce ss  is a k ey issue.

Dealing with trade marks in 
software development
W h ile  not a p ro tectio n  for the content 
o f  a softw are p ro g ram , trade m arks  
have a valuable ro le  to p lay  in 
establishin g good w ill in a softw are  
p rod u ct nam e th ereb y adding value to  
a brand. T rad e m arks allow  potential 
clien ts  and cu stom ers to identify and  
distinguish  a go od  softw are product 
fro m  th ose p rod u ced  by com p etitors. 
T rad e  m arks can  identify the origin  o f  
a  p rod u ct o r serve as an indication  o f  
quality . T he co m m e rcia lisa tio n  o f  IP R  
is often  h eavily  dependent on trade  
m arks and branding issues.

B o th  softw are hou ses and clients  
should  be sensitive to the fact that a  
p ro d u ct nam e m ay b eco m e an
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im portant asset in its ow n right. 
A cco rd in g ly  it is a lw ay s ad visab le to  
co n d u ct a p re lim in ary  trad e m ark  
search  in A u stra lia  before se lectin g  a 
p rod u ct nam e and ensuring that 
ap prop riate use is m ade o f  the trade  
m ark  th roughout the life o f  the 
p rod u ct.

It w ould  do no h arm  fo r softw are  
h ouses to  c ircu la te  trade m ark  usage  
D raft G uidelines to  their em p loy ees  
and con su ltants as w ell as their clien ts  
to safegu ard  trad e m arks. T his is a 
sub ject that can  also  be dealt w ith in 
the IP R  licen ce  included in the 
softw are d evelop m en t agreem en t. A  
clien t, for e xam p le , should be ob liged  
to  co m p ly  w ith  any reason ab le  
d irectio n s relatin g  to the use  
(in clu din g the a p p earan ce) o f  the 
softw are h o u se ’ s trad e m arks.

Managing IPR in the software 
development process
S oftw are  hou ses should con d u ct  
thorough IP R  audits throughout the 
d evelop m en t p ro ce ss  to identify  
w h eth er any e x tern al con su ltants  
w orked  w ith its em p lo y ees to c rea te  
softw are p rod u cts . I f  so, a  w ritten  
agreem en t assig n in g  all ow nership  
rights in the IP R  p rod u ced  b y the 
con su ltant should be obtained. T he  
agreem en t should also  con tain  a 
carefu lly  drafted  m oral rights con sen t 
clau se  and a s trict con fid en tiality  
undertaking. I f  the con su ltant refuses  
to sign  an a g reem en t or can n ot be 
lo ca ted  afterw ard s, the softw are house  
should  m ak e efforts to identify and  
isolate  w hat m aterial the con su ltant 
con trib uted  to the develop m en t 
p roject. D ep end ing on  the exten t and  
nature o f  the con trib ution  it m ay  be 
possib le  to arg u e th at the con su ltant 
did not contribute sufficien t m aterial 
to ju stify  a c la im  o f  ow nership  o f  IP R  
in that m aterial.

A ll em p loy ees w ho are  k ey  d evelop ers  
should  from  the co m m e n ce m e n t o f  
th eir em p loy m en t be asked  to sign  
agreem en ts  assig n in g  ow nership  o f  all 
inventions and co p y rig h t w orks to the  
em p loy ers. E m p lo y m e n t co n tracts  
should also  in clu de a m oral rights  
con sen t clau se , con fid en tiality  and  
n o n -co m p ete  undertakings. S u ch  
agreem en ts  can  be helpful in avoidin g  
disputes w here an em p lo y ee  w orks  
from  hom e or outside n orm al business  
hours. S uch  ag reem en ts  should also
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con tain  a  standard  “b o ilerp late” c lau se  
req uiring the em p lo y ee  to sign an y  
oth er docum ents n e ce ssa ry  to assign  
ow n ership  in the IP R  that he o r she 
creates  to  the em p loy er.

*  T h is a r tic le  is b ased  o n  a  p ap er d eliv ered  b y  

the a u th or and K im  E d w a rd s, S en io r  

S o licito r , C o rrs  C h a m b e rs  W e stg a rth  a t  
“Negotiating and Drafting Watertight IT  
Contracts’’ o rg an ised  b y  IE S  C o n fe re n c e s  

on 3 0  M a rch  2 0 0 1  in Sydn ey.

1 B y  th e  C o p y rig h t A m e n d m e n t (D ig itc 1 

A g e n d a ) A c t  2 0 0 0  (A c t  N o . 1 1 0  o f  2 0 0 0 )

2 ee  A u to d esk  Inc. v D y aso n  ( 1 9 8 9 )  15 IP R  

1; D y aso n  v  A u to d esk  Inc ( 1 9 9 0 )  2 4  F C R  

1 4 7  D ata  A c c e s s  C o rp o ra tio n  v P o w e rfle x  
S e rv ice s  L td  ( 1 9 9 6 )  6 3  F C R  3 3 6  (D a ta  
A c c e s s  N o . 1); D a ta  A c c e s s  C o rp o ratio n  v  
P o w e rfle x  S e rv ice s  L td  ( 1 9 9 7 )  7 5  F C R  1 0 8  
at 1 1 4  (D a ta  A c c e s s  N o . 2 ) ;  D ata  A c c e s s  
C o rp o ra tio n  v P o w e rfle x  S e rv ic e s  L td  

( 1 9 9 9 )  4 5  IP R  3 5 3  (D a ta  A c c e s s  N o . 3 ) ; 
A d m a r C o m p u te rs  P ty  L td  v E z y  S y ste m s  

Pty  L td  ( 1 9 9 7 )  A IP C  9 1 - 3 5 0
3

S ee T  V o o n  “Revisiting Computer Program  
Copyright in Australia: Data Access
Corporation v Powerflex Services Pty L td ” 
2 0 0 0  A u stralian  In tellectu al P ro p erty  
Jo u rn al V o lu m e  1 1 , 1 6 1 ; N B la ck m o re  
"Debugging the Application■ Copyright 
Protection fo r  Software in Australia'' 1 9 9 9  
A u stralian  In tellectu al P ro p erty  Jo u rn al  

V o lu m e  10 , 6 7 .
4

A rtic le  6  bis B e rn e  C o n v en tio n  for the  

p ro tectio n  o f  L ite ra ry  and A rtistic  W o rk s  

(P a ris  te x t 1 9 7 1 )

5 C o p y rig h t A m e n d m e n t (M o ra l R ig h ts) A c t  

2 0 0 0  (A c t  N o . 1 5 9  o f  2 0 0 0 )

6 S e ctio n  1 9 0 , C o p y rig h t A c t  1 9 6 8
7

S e ctio n  81 ( 1 )  o f  the C o p y rig h t, D esig n s and  

P aten ts A c t  1 9 8 8  (U K )
g

M ike H o ld e m e ss  in his a rtic le  “M oral 
Rights and Authors Rights: The Keys to the 
Information A g e ” ( 1 9 9 8 ( 1 )  T h e  Jo u rn al o f  
In form ation  L a w  an d  T e ch n o lo g y  ( J I L T )  
h ttp ://e li.w a rw ick .a c .u k /iilt/in fo so C ''9 8  Ih o l  

d) re la tes the new s o f  an  an o n y m o u s fa x  to  
the N atio n al LInion o f  Jo u rn alists  in the U K  
rep o rted  th at the m ed ia  g ro up  V N U  
dem and ed  th at fre e la n ce  w riters sign  fo n n s  

w a iv in g  m o ra l rig h ts in o rd er to  re c e iv e  
p ay m en t for th eir w o rk . S im ilar  im p licit  
th reats will in v alid ate  an y  co n se n t g iven  by  

a u th o rs/cre a to rs  in A u stra lia .

9 J R  K u e ste r  “As Software Patents Take
Over, Expertise Is K e y ” ( 1 9 9 8 )  T h e  

N atio n al L a w  Jo u rn al B 13 A c c e s s ib le  

o n lin e at
h ttp ://w w w .lie x tra .e o m /p ra c tic e /c o m n u te r /0  

4 2 0 so ftp a t.h tm l (L a s t  a c c e s s e d ) 3 0  A p ril  

2 0 0 1 ) ,  N  S to ia n o ff  “ P ate n tin g  C o m p u te r  

S o ftw a re : A n  A u stralian  P e rsp e ctiv e ’’

[ 1 9 9 9 ]  E IP R  5 0 0

10 P o sted  o n lin e at

http :/ /w w w .ip a u s tra lia . g o v .a u /p a tcn ts /M a n u  

al/P  m an u al.h tm  (L a s t  a c c e s s e d  3 0  A p ril

2001)

11 S e c  In ternatio nal B u sin e ss  M a ch in e s  

C o rp o ratio n  v T h e  C o m m issio n e r  o f  P aten ts  
( 1 9 9 1 ) 1 0 5  A L R  3 8 8

S e e  e x a m p le s  given  b y  T im  R ick a rd  in his 

a rtic le  “The Patentability o f  Computer 
Software in E u ro p e” S C L  M ag azin e , 
O cto b e r/N o v e m b e r  2 0 0 0  V o lu m e  11 Issue  

4

h ttp ://w w w .ip a u stra lia .co m .a u  

1 4 9  F .3 d  1 3 6 8 , 1 3 7 5  (F e d . C ir. 1 9 9 8 )
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