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Domain name dispute -  Germany

Intellectual Property News, Linklaters and Alliance
Germany: “ F o r  the first tim e, the F ed eral S u p rem e C o u rt held  th at th ere  w as no rem ed y  o f  tran sfer o f  disputed d om ain  
n am e to  the c la im a n t.”

O n 11 N o v e m b e r 2 0 0 1 ,  in a 
p reced en t-se ttin g  d ecisio n , the F ed eral  
S u p rem e C o u rt ru led  on  the  
p roh ib itory  actio n  tak en  b y  D eu tsch e  
S hell G m b H  reg ard in g  th e d om ain  
“sh ell.d e” . T h e co u rt ruled  again st the  
defen dan t, A n d reas S h ell, w h o ow ned  
the d om ain  “ sh ell.d e” . A n d reas Shell 
had acq u ired  the d om ain  n am e fro m  a 
d o m ain -b ro k er and had orig in ally  
been  u sin g it fo r p ro m o tin g  tran slation  
and p ress  se rv ice s . S ub seq u ently  he  
on ly  used  it fo r p rivate  purposes.

T h e F e d e ra l S u p rem e C o u rt co n firm ed  
the first and seco n d  in stan ce  
ju d g m en ts o f  the R e g io n a l C o u rt and  
the H igh er R e g io n a l C o u rt o f  M u nich . 
Its d ecisio n  is p rim arily  b ased  on the  

fam e o f  the n am e and trad e m ark  
“Shell*1 and the ou tstand ing level o f  
aw aren ess o f  the m ark. T h e  C o u rt

ruled  that the c la im an t had in terests  
w orth y  o f  p ro tectio n  in  that p oten tial 
clien ts  should  not be led  to the w eb site  
o f  the d efen dan t, and th at the public  
had an in terest in n o t b eing m isled. 
Fu rth er, the co u rt held  that it cou ld  
reaso n ab ly  be e x p e cte d  o f  M r. Shell 
that he d ifferentiate  h im se lf fro m  the  
cla im an t, ra th er than  v ic e  v ersa . T h e  
F e d e ra l S u p rem e C o u rt co n firm ed  the  
gen eral p rin cip le  o f  p riority  w ith  
reg ard  to tim e and did  not re co g n ise  
any gen eral p riority  o f  co m m e rc ia l  
o v e r p rivate  in terests , but held that this 
c a se  w as an e x ce p tio n  fo r reaso n s o f  
re sp e ct and p ra ctica b ility . P eo p le  
w ish in g to co n ta c t A n d reas Shell 
co u ld  m o re  easily  be in fo rm ed  about 
an a ltern ative  d o m ain  n am e than  
p eop le in terested  in the w eb site  o f  
D eu tsch e S hell G m b H .

F o r  the first tim e , th e F ed eral Sup rem e  
C o u rt held  th at th ere w as no rem edy  
o f  tran sfer o f  th e disputed d om ain  
n am e to th e c la im a n t. In this resp ect, it 
found fo r  the defendant. T hird  parties  
co u ld  h ave the sam e o r even a b etter  
right. In p ra c tic e , an au tom atic tran sfer  
ca n  u su ally  be ach iev ed  by filing a 
“d isp ute” ap p lica tio n  w ith the D E N IC  
(th e  cen tra l re g istry  for dom ain n am es  
under the top  le v e l dom ain “ .de” ). In  
this c a s e , a d om ain  nam e ca n ce lle d  
w ith  D E N IC  w ill be au tom atically  
tran sferred  to  the p erson  w ho filed  the  
“d isp ute” .

(This article was supplied courtesy of 
Linklaters and Alliance, “Intellectual 
Property News”, Issue 20, January
2002.)
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