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Domain name dispute — Germany

Intellectual Property News, Linklaters and Alliance

Germany: “For the first time, the Federal Supreme Court held that there was no remedy of transfer of disputed domain

name to the claimant.”

On 11 November 2001, in a
precedent-setting decision, the Federal
Supreme Court ruled on the
prohibitory action taken by Deutsche
Shell GmbH regarding the domain
“shell.de”. The court ruled against the
defendant, Andreas Shell, who owned
the domain “shell.de”. Andreas Shell
had acquired the domain name from a
domain-broker and had originally
been using it for promoting translation
and press services. Subsequently he
only used it for private purposes.

The Federal Supreme Court confirmed
the first and second instance
judgments of the Regional Court and
the Higher Regional Court of Munich.
Its decision is primarily based on the
fame of the name and trade mark
“Shell” and the outstanding level of
awareness of the mark. The Court

ruled that the claimant had interests
worthy of protection in that potential
clients should not be led to the website
of the defendant, and that the public
had an interest in not being misled.
Further, the court held that it could
reasonably be expected of Mr. Shell
that he differentiate himself from the
claimant, rather than vice versa. The
Federal Supreme Court confirmed the
general principle of priority with
regard to time and did not recognise
any general priority of commercial
over private interests, but held that this
case was an exception for reasons of
respect and practicability. People
wishing to contact Andreas Shell
could more easily be informed about
an alternative domain name than
people interested in the website of
Deutsche Shell GmbH.

For the first time, the Federal Supreme
Court held that there was no remedy
of transfer of the disputed domain
name to the claimant. In this respect, it
found for the defendant. Third parties
could have the same or even a better
right. In practice, an automatic transfer
can usually be achieved by filing a
“dispute” application with the DENIC
(the central registry for domain names
under the top level domain “.de”). In
this case, a domain name cancelled
with DENIC will be automatically
transferred to the person who filed the
“dispute”.

(This article was supplied courtesy of
Linklaters and Alliance, “Intellectual
Property News”, Issue 20, January
2002.)

S e s ia v 15
Computers & Law


http://www.icann.org/registrars/accredited-list.html
http://www.icann.org/registrars/accredited-list.html
http://www.icann.org/udrp/proceedings-
http://www.auda.org.au/policy/wg-

