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AMENDMENTS OFTHE INDUSTRY, TECHNOLOGYAND COMMERCE
LEGISLATION AMENDMENT BILL 1992

OUTLINE

Theseamendmentsgive effect to measuresrecentlyannouncedby the Minister for
Industry,Technologyand Commerceandthe Mimster for ScienceandTechnology
to stiffen the penalities for falsely describinggoods and for counterfeiting and
forgery of trademarks. Theamendmentsamendthe Commerce(Trade Descriptions)
Act 1905andthe TradeMarks Act 1955.

Amendmentsof theCommerce(TradeDescriptions)Act

The amendmentsof the Commerce(TradeDescriptions)Act substantiallyincrease
thepenaltiesundertheAct.

Amendmentsof theTradeMarksAct

The amendments of the Trade Marks Act are based on the anti-
counterfeiting/forgeryrecommendationsof the report of the Working Party to
Review the Trade Marks Legislation, RecommendedChangesto the Australian Trade
MarksLegislation,July1992, (recommendations53-56).

Theamendmentsprescribesubstantiallystiffer penaltiesfor forging registeredtrade
marksanddealingin counterfeitgoods.

Theyalso incorporatetheconceptof implied knowledgeon the partof the defendant
to coverbothactualknowledgeandrecklessnessandprovide for the characteristics
of the defendantand the surroundingcircumstancesto be taken into accountin
proceedingsunderPart XIII of the TradeMarks Act. Otherminor changesinclude
limiting the offenceof importing counterfeitgoodsto importationfor commercial
purposesandextendingwhatis to be takento be trademarkforgery.

Consequentialchangesincluderemovinga defencethatwould be incompatiblewith
the operationof the newprovisionsandensuringthat forfeiture will continueto be
availableasa penaltyin privatelyprosecutedcases.

Recommendations54B, 54C and 56 of the Report havenot necessitatednew or
amendedlegislationastheCrimesAct 1914 operatesto the desiredeffect.

FINANCIAL IMPACT STATEMENT

Theamendmentsareexpectedto resultin anincreasein revenuereceipts.
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- NOTESON CLAUSES

AMENDMENT (fl — PART ZA - AMENDMENTS OF THE
COMMERCE (TRADE DESCRIPTIONS)ACT 1905

Clause4A — PrincipalAct

I. Formal.

Clause45 — Notice of intentionto import

Clause4C — Importationof falselymarkedgoods

Clause4D — Penaltyfor applyingfalsetradedescriptionto exports

2. Clauses 48, 4C and 4D amend sections 6, 9 and 12 of the Act. The
amendmentswill substantiallyincreasethe penaltiesfor failing to give noticeof an
intentionto export,for falselydescribingimportedgoodsor forapplying falsetrade
descriptionsto goodsintendedfor export.

AMENDMENT (2) — PART 5 - AMENDMENTS OF THE TRADE
MARKS ACT 1955

Clause14—Principal Act

3. Formal.

Clause15 — Forgeryetc.of trademarks

4. Subclause15(a) substitutesa penalty of two years’ imprisonmentfor the
existingpenaltyof $5000or imprisonmentfor two years (in the caseof-a natural
person)or $25,000(in thecaseof abodycorporate).TheCrimesAct 1914 will operate
to theeffect of settingpecuniarypenaltiesof $12,000foranaturalpersonand$60,000
for a body corporate.In all cases,the penaltieswill be maximumpenaltiesby virtue
of theCrimesAct.

5. Subclause15(b) omitssubsection98(2) whichprovidesa defencethatwill not
becompatiblewith theoperationof amendedsection106 (seeclause17).

Clause16

6. Thisclausesubstitutesnewsections99 and ilOO of the Act andrepealssection
101 of the Act which providesfor forfeiture to the Commonwealthof offending
articles. Forfeitureof taintedpropertyis provided for in Division2 of Part2 of the
ProceedsofCrimesAct 1987andnewsectionlO7A (seeclause18).

Sellingetc. goodswith falsemarks

7. Subsections99(2) and (3) will prescribenew penaltiesof a maximumof two
years imprisonment,or a fine of $500peritemup to a maximumof $50,000,or both.
This will give the courts addedflexibility to imposesubstantialpenaltieswhen
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warranted. By virtue of section4C of the CrimesAct 1914, anoffenceundersection
99 will be indictable.

8. New subsection99(4) will provide for both actualknowledgeand implied
knowledge(arising from “ought reasonablyto have known”) of the counterfeit
nature of the goods being sdld etc, to be taken into account in establishinga
contraventionof subsection(1). It will also provide for the characteristicsof the
defendantandthesurroundingcircumstancesto be takeninto account.Thedefence
providedby subsection99(2) will not be carriedoveras it will be incompatiblewith
the operationof thenewsection.

9. Thefact of entry in theRegisterof TradeMarks will continueto be available
as evidenceamongstall theevidencerelevantto the questionof whetheror not the
defendantknew or ought reasonablyto have known that the trade mark was
registered.

Importing goodswith falsemarks

10, Newsection 100 will be limited to importationfor commercialpurposes.This
will ensurethat the seizure-at-barrierprovisionsof the Act (section103)will apply
uniformly to all allegedoffendingimports. It will also ensurethatAustralia’sbarrier
controlprovisions,sofar astheyrelateto importedcounterfeitgoods,will notbeout
of stepwith thoseof otherOECDcountries.

11. New p~thtie5will be prescribedin subsections100(2)and(3) of a maximum
of two years imprisonment,or a fine of $500peritem up to a maximumof $50,000,
or both. This will give the courts addedflexibility to imposesubstantialpenalties
whenwarranted. By virtue of section4G of the CrimesAct 1914,anoffenceunder
section100will beindictable.

12. New subsection100~4)will provide for bothactualknowledgeand implied
knowledge(arising from ‘ought reasonablyto have known”) of the counterfeit
natureof theimportedgoodsto be takeninto accountin establishinga contravention
of subsection(1). It will also providefor the characteristicsof the defendantandthe
surroundingcircumstancestobetakeninto account.

13. Thefact of entry in the Registerof TradeMarks will continueto beavailable
asevidenceamongstall the evidencerelevantto the questionof whetheror not the
defendantknew or ought reasonablyto have known that the trade mark was
registered.

Clause17—Whattakento be forgeryof trademark

14. Clause17(a) substitutesa new subsection106(1). The new provisionswill
providefor knowledgeof theregistrationof a trademarkto be takeninto accountin
establishinga contraventionof the subsection and will extend the deeming
provisionsto the unauthorisedmakingof a registeredtrademark which retainsits
essentialcharacteristicsdespiteadditionsor alterationswhich might transformthe
markso that it canno longerbe claimedto be identicalor “substantiallyidentical”
with themarkas registerecE

15. Clause17(b)addsnewsubsection106(3). Thenew provisionswill providefor
implied knowledge (arising from “ought reasonablyto have known’t) of the
registration of the trade mark and the characteristicsof the defendantand the
surroundingcircumstancesto be takeninto accountin establishinga contravention
of subsection(1).
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16. The fact of entry in theRegisterof TradeMarks will continueto beavailable
as evidenceamongstall theevidencerelevantto the questionof whetheror not the
defendantknew or ought reasonablyto have known that the trade mark was
registered.

Clause18—ForfeitureordersundertheProceedsofCrimeAct1987

17. Thisclauseinsertsa newsection107A. Consequentialon the repealof section
101 (seeclause16), the forfeiture provisionsof theProceedsofCrimeAct 1987will be
relied upon for prosecutionsby the Director of Publlc Prosecutions. New section
107A will modif~ythe applicationof the Proceedsof CrimesAct to ensurethat the
sameforfeitureprovisionswill be ableto be relied upon in casesthat areprivately
prosecuted. Section 13 of the CrimesAct 1914 providesfor private prosecutions
underPartXIII of the TradeMarksAct.

Clause19 — Subsections99(1)and100(1) may be dealtwith summarilyin certain
circumstances

18. Thisclausesubstitutesa new sectionliSA. The provisionswill prescribethe
lesserpenaltiesof up to 12 months’ imprisonment,or a fine of $500 peritem up to a
maximumof $10,000,orboth, forcontraventionsof subsections99(1) or 100(1)which
are dealt with summarily. Theseprovisionswill be requirednotwithstandingthe
provisionsof section4J of the CrimesAct 1914,which providefor certainindictable
offencesto bedealtwith summarily,becausetheprovisionsof subsection4J(3) of the
CrimesAct do notprescribepecuniarypenaltiesonaperitem basis.






