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AMENDMENTS OFTHEINDUSTRY, TECHNOLOGYAND COMMERCE
LEGISLATION AMENDMENT BILL 1992

OUTLINE

These amendmentsgive effect to measuresrecently announcedby the Minister for
Industry,Technologyand Commerceand the Minister for Scienceand Technologyto
stiffen the penaltiesfor falsely describinggoodsand for counterfeitingand forgery of
trademarks The amendmentsalso makeit clearthat indefinitenessin extentin oneor
two dimensionsof the article to which a design is applied should not be taken into
accountwhendeterminingthe registrability of the design. The amendmentsamendthe
Commerce(TradeDescriptions)Act 1905, the DesignsAct 1906 andtheTradeMarksAct 1955.

Amendmentsof the Commerce(TradeDescriptions)Act

The amendmentsof the Commerce(TradeDescriptions)Act substantiallyincreasethe

penaltiesundertheAct.

Amendmentof theDesignsAct

The amendmentof the DesignsAct makesit clear that indefinitenessin extent in oneor
two dimensionsof the article to which a design is applied should not be taken into
accountwhendeterminingtheregistrabilityof the design.

The amendmentis necessitatedby two recentcourt decisionswhich havethe undesired
effect of invalidatingmanyregistereddesigns. It is retroactivein order to preservethe
validity of currentregistrations.This retrospectivityis limited to 16 yearsbeforethe first
of the court decisions(16 years being the maximum period dunng which a design
registrationcanbe in force). Provisionis also madefor the protectionor compensationof
personswho acted in the belief that the registration of a design was invalid as a
consequenceof thedecisions.

Amendmentsof theTradeMarksAct

The amendmentsof the Trade Marks Act are basedon the anti-counterfeiting/forgery
recommendationsof the report of the WorIcins Party to Review the Trade Marks
Legislation, RecommendedChanges to the Australian Trade Marts Legislation, July 1992,
(recommendations53-56).

The amendmentsprescribesubstantiallystiffer penaltiesfor forging registered trade
marksanddealingin counterfeitgoods.

Theyalso incorporatethe conceptof implied knowledgeon the part of the defendantto
cover both actualknowledgeand recklessnessand providefor the characteristicsof the
defendantand the surroundingcircumstancesto be takeninto account in proceedings
underPart XIII of theTradeMarks Act. Otherminorchangesinclude limiting the offence
of importing counterfeit goodsto importation for commercialpurposesand extending
whatis to be takento betrademarkforgery.

Consequentialchangesinclude removinga defencethatwould be incompatiblewith the
operationof the new provisionsandensuringthat forfeiture will continueto beavailable
asa penaltyin privatelyprosecutedcases.

Recommendations54B, 54Cand 56 of the Reporthavenot necessitatednewor amended
legislationasthe CrimesAct 1914operatesto the desiredeffect.

FINANCIAL IMPACT STATEMENT

Theamendmentsof the Commerce(TradeDescriptions)Act andthe TradeMarksAct are
expectedto resultin anincreaseinRevenuereceipts.
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NOTES ON CLAUSES

AMENDMENT (1) — PART 1- PRELIMINARY

Clause2— Commencement

1. Thisclausesubstitutesa new section2. It providesfor commencementof the Act
upon the Royal Assent (subsection2(1)) except for new Part 25 (Amendmentof the
DesignsAct 1906) which is retroactiveto 30July1975 (newsubsection2(2)).

2. The retrospectivedateof commencementof new Part 28 is necessaryto preserve
existingre~istereddesignrights. It predatesby 16 yearsthejudgementof the first of two
court decisionswhich havethe undesiredeffect of invalidatingmany registereddesigns.
The provisionsof new Part 28 will remedythis unintendedeffect. The retrospective
periodof 16 yearsderivesfrom the maximumperiodduring which a designregistration
canbe in force.

AMENDMENT (2) — PART 2A - AMENDMENTS OF THE COMMERCE
(TRADE DESCRIPTIONS)ACT 1905

Clause4A—Principal Act

3. Formal.

Clause45— Noticeof intentionto import

Clause4C — Importationof falsely markedgoods

Clause4D — Penaltyfor applyingfalsetradedescriptionto exports

4. Clauses45,4C and4D amendsections6, 9 and12 of theAct. Theamendmentswill
substantiallyincreasethe penaltiesfor failing to give noticeof an intentionto export, for
falsely describing imported goods or for applying false trade descriptions to goods
intendedfor export.

AMENDMENT (3) — PART 2B - AMENDMENT OF THE DESIGNS ACT

1906

Clause4E — Principal Act

5. Formal.

Clause4F— Designmay include functional features or be of indefinite dimension

6. Clause4F insertsnew subsections18(2), (3) and (4). New subsection18(2) will
makeit clearthat indefinitenessin extentin oneor two dimensionsof the article to which
a designis applied shouldnot be takeninto accountwhendeterminingthe registrability
of the design.The newprovisionswill remedytheundesiredeffect of therecentdecisions
of theFederalCourt in BondorPty Ltdand Othersv National PanelsPtyLtd 102 ALR 65 and
in BrisbaneAluminiumFabricators and SuppliesPty Ltd v Techni interiors Pty Ltd 23 IPR107
in which it hasbeenheld,amongstotherthings,thatdesignsfor articlesof uniform cross-
sectionbut of indefinite length are not registrableunderthe DesignsAct. Registered
designsfor articlessuch as extrudeddoor frameor glazing jamb sectionsare therefore
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invalid on the basisof thosedecisions.Designswhich are registeredfor articleshaving
not only indefinite lengthbut alsohavingindefinitewidth or height (suchaswallpaperor
textile fabrics)could alsobeof no forcein thelight of thedecisions.

7. New subsection18(3) will provide for the protectionor compensationof persons
who acted in the belief that the registration of a design was invalidly made as a
conse9uenceof the recentcourtdecisionssofar as theyrelateto indefinitenessof extentof
an article. It is intendedthat the protectionor compensationwill beby way of a licence
along the linesof that currently providedby regulations29, 29A and295 of the Designs
Regulationsas part of the protection or compensationprovisions associatedwith
extensionsof time.

8. New subsection18(4)will cite therelevantdecisionsof theFederalCourt.

9. ln orderto preserveexistingdesignrights,the newprovisionswill be retroactiveto
16 yearsbeforethe dateof judgementof the Bondor case,the first of the courtdecisions
(seesubclause2(b)).

AMENDMENT (4) — FART 5- AMENDMENTS OFTHE TRADE MARKS
ACT 1955

Clause14— PrincipalAct

10. Formal.

Clause15 — Forgeryetc.of trademarks

11. Subclause15(a) substitutesa penaltyof two years’ imprisonmentfor the existing
penaltyof $5000 or imprisonmentfor two years(in the caseof anaturalperson)or $25,000
(in the caseof abody corporate). TheCrimesAct 1914 will operateto the effect of setting
pecuniarypenaltiesof $12,000for a naturalpersonand$60,000for a body corporate. In
all cases,thepenaltieswill bemaximumpenaltiesbyvirtue of theCrimesAct.

12. Subclause15(b) omits subsection98(2) which providesa defencethat will not be
compatiblewith theoperationof amendedsection106 (seeclause17).

Clause16

13. Thisclausesubstitutesnewsections99 and100of the Act andrepealssection101 of
the Act which provides for forfeiture to the Commonwealth of offending articles.
Forfeiture of tainted property is provided for in Division 2 of Part 2 of the Proceedsof
CrimesAct 1987 andnewsection107A (seeclause18).

Sellingetc. goodswith falsemarks

14. Subsections99(2) and(3) will prescribenewpenaltiesof a maximumof two years’
imprisonment,or a fine of $500peritemup to a maximumof $50,000for anaturalperson,
orboth. The CrimesAct 1914will operateto the effect of setting$250,000asthe maximum
pecuniarypenalty for a body corporate. This will give the courts addedflexibility to
imposesubstantialpenaltieswhenwarranted.By virtue of section4G of the CrimesAct,
anoffenceundersection99 will beindictable.

P ~ New subsection 99(4) will provide for both actual knowledge and implied
knowledge(arisingfrom “ought reasonablyto haveknown”) of the counterfeitnatureof
the goocfs being sold etc, to be taken into account in establishinga contraventionof
subsection(1). It will also provide for the characteristicsof the defendantand the
surroundingcircumstancesto betakeninto account.Thedefenceprovidedby subsection
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99(2) will not be carriedover as it will be incompatiblewith the operationof the new

section.
16. The fact of entry in the Registerof TradeMarks will continueto be available as
evidenceamongst all the evidencerelevant to the questionof whether or not the
defendantknewor oughtreasonablyto haveknownthat thetrademarkwasregistered.

Importing goodswith falsemarks

17. New section100 will be limited to importationfor commercialpurposes.This will
ensurethat the seizure-at-barrierprovisionsof the Act (section103) will apply uniformly
to all alleged offending imports. It will also ensurethat Australia’s barrier control
provisions,sofar as theyrelateto importedcounterfeitgoods,will notbe outof stepwith
thoseof otherOECDcountries.

18. New penaltieswill be prescribedin subsections100(2) and (3) of a maximum of
two years’ imprisonment,or a fine of $500 per item up to a maximum of $50,000for a
naturalperson,or both. The CrimesAct 1914 will operateto the effectof setting$250,000
as the maximumpecuniarypenaltyfor a body corporate.This will give the courtsadded
flexibility to imposesubstantialpenaltieswhenwarranted. By virtue of section4G of the
CrimesAct, an offenceundersection100 will beindictable.

19. New subsection 100(4) will provide for both actual knowledge and implied
knowledge(arising from “ought reasonablyto haveknown”) of the counterfeitnatureof
the importedgooc[sto be takeninto accountin establishinga contraventionof subsection
(1). It will also provide for the characteristicsof the defendantand the surrounding
circumstancestobetakeninto account.

20. The fact of entry in the Registerof TradeMarks will continueto be availableas
evidence amongst all the evidence relevant to the question of whether or not the
defendantknewor oughtreasonablyto haveknown that the trademarkwasregistered.

Clause17— Whattakento beforgery of trademark

21. Clause17(a)substitutesa newsubsection106(1). The newprovisionswill provide
for knowledgeof theregistrationof a trademarkto be takeninto accountin establishing
whether a person is taken to have forged a registered trade mark. The deemin
provisionswill also be extendedto the unauthorisedmaking of a registeredtrademar
which retainsits essentialcharacteristicsdespiteadditionsor alterationswhich might
transformthe mark so that it can no longerbe claimed to be identical or “substantlilly
identical”with themarkasregistered.

22. Clause17(b) addsnew subsection106(3). The new provisions will provide for
implied knowledge(arisingfrom “ought reasonablyto haveknown”) of theregistrationof
the trade mark and the characteristics of the defendant and the surrounding
circumstancesto be takeninto accountin establishingacontraventionof subsection(1).

23. The fact of entry in the Registerof TradeMarks will continue to be available as
evidenceamongst all the evidencerelevant to the questionof whether or not the
defendantknew or oughtreasonablyto haveknownthat thetrademarkwasregistered.

Clause18— ForfeitureordersundertheProceedsofCrimeAct1987

24. This clauseinsertsa newsection107A. Consequentialon the repealof section101
(see clause16), the forfeiture provisionsof the Proceedsof Crime Act 1987 will be relied
upon for prosecutionsby the Director of Public Prosecutions. New section 107A will
modify the applicationof the Proceedsof CrimesAct to ensurethat the sameforfeiture
provisionswill beableto berelied uponin casesthatare privately prosecuted.Section13
of the CrimesAct 1914 providesfor private prosecutionsunderPart XIII of the Trade
Marks Act.



5

Clause 19 — Subsections99(1) and 100(1) may be dealt with summarilyin certain

circumstances

25. This clausesubstitutesa newsection118K Theprovisionswill prescribethe lesser
penaltiesof up to 12 months’ imprisonment,or a fine of $500peritem up to a maximumof
$10,000for naturalperson,or both,for contravenlionsof subsections99(l) or 100(1)which
are dealt with summarily. By virtue of the CrimesAct 1914, the maximum pecuniary
penaltyfor a bodycorporatewill be$50,000. The provisionsof newsectionliSA will be
requirednotwithstandingthe provisionsof section 4J of the CrimesAct, which provide
for certain indictable offencesto be dealt with summarily, becausethe provisions of
subsection4J(3) of the Crimes Act do not prescribepecuniarypenaltieson a per item
basis.




